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DETAILED ACTION 
Original Rejections 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-3, 5-12, 14-20, and 22 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Guire et al. (US 2003/0077452) in view of Van Alsten (USP 

6,299,983). 

Guire et al. teaches self-assembled monolayer forming polyethers covalently 
attached to a substrate (paragraphs 0047-0048), the use of particles of support such as 
aluminum (paragraphs 0032-0035), the use of azide functional groups (paragraph 
0067), where the coating passivates the surface of the support (paragraph 0080), 
having sizes of less than 1 micron (paragraph 0005), and the polymers comprising 
between 10-80 wt. % of the molecule (paragraph 0052). 
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Although, Guire et al. to do not explicitly teach the use of multifunctional linking 
groups or fluorine atoms appended to the backbone, Guire et al. do teach the rest of the 
limitations of the claims. However, because Van Alsten teaches an improvement of 
adhereability to attach organic species to metal surfaces using a-co difunctional species, 
where the selectivity is controlled by determination of the functional group used (column 
9, line 65 to column 10, Iine9), and Van Alsten also teaches that by fluorinating the 
linking backbone, thermal decomposition is lessened when compared to the fully 
hydrogenated backbone (column 5, lines 27-43), it would have been prima facie obvious 
to someone of ordinary skill in the art at the time the invention was made to modify the 
teachings of Guire et al. by employing a difunctional backbone that comprises fluorine 
atoms, as suggested by Van Alsten, because Van Alsten disclose that we can achieve 
better adhereability and better decomposition properties. Van Alsten also teaches using 
perfluorooctanoic acid (column 4, lines 18-32) and an a-ro dicarboxylic acid to treat 
metal surfaces (column 2, lines 12-18). 

Although, both Guire et al. and Van Alsten are silent as to whether their 
compositions would be castable, pressable, and/or sinterable, a similar composition 
would be expected to have similar properties absent any evidence to the contrary. 
Furthermore, these are considered to be inherent properties, as to limitations which are 
considered to be inherent in a reference, note the case law of In re Ludke, 169 USPQ 
563; In re Swinehart, 169 USPQ 226, In re Fitzgerald, 205 USPQ 594; In re Best et al, 
195 USPQ 430; and In re Brown, 173 USPQ 685, 688. 
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With regards to tlie limitation of connecting at least three of the particles, it is 
noted that statistically, using small particles and a-co difunctional species, a fraction of 
the material will contain more than three particles. 

Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Guire et 
al. (US 2003/0077452) in view of Van Alsten (USP 6,299,983) as applied to claims 1-3, 
5-8, 11-12, and 14-20 above, and further in view of Bradshaw (USP 5,594,064). 

Although, Guire et al. does not explicitly teach the use of ethylenically 
unsaturated crosslinkable group, Guire et al. does teach the use of crosslinkable 
groups. However, because Bradshaw teaches cross linking and using ethylenically 
unsaturated polymers, it would have been prima facie obvious to someone of ordinary 
skill in the art at the time the invention was made to modify the teachings of Guire et al. 
and Van Alsten, as suggested by Bradshaw, because Bradshaw shows a successful 
route to cross linking by using ethylenically unsaturated polymers. 

Response to Arguments 

Applicants argue that there is no reason to combine Guire having ultra-thin 
coating properties with Van Alsten having improved durability . This is not persuasive 
because Guire which teaches coatings would be benefited and the skilled artisan would 
look to Van Alsten, as Van Alsten teaches improved method for attaching organics to 
metal surfaces, to improve the coating of Guire. 
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Applicants argue that tlie materials of Van Alsten such as Zinc would interfere 
with the use of Guire in biological applications. This is not persuasive for at least the 
following: 

1 . ) Zinc is biologically compatible (i.e. it is actually required for life in higher organisms). 

2. ) Van Alsten was only used to show improved methods for attaching organics to a 
metal surface, which is relevant to both the instant invention and the reference of Guire. 

Applicants argue that there amendment of at least three linked particles is not 
taught or suggested. This is not persuasive and the rejection has been modified for 
accommodate for this amendment, making this argument moot. 

Applicants argue that the a- and ro- ends although, they can be the same 
functional groups they can not be bound to the same molecule. This is not persuasive 
because while it is understood that the figures of Van Alsten show the ro- end binding to 
Zn, this is 1 .) a metal 2.) show the ability to bind to metals, possibly the same one 3.) 
The figure shows the linker has the same functional groups for both the a- and co- ends, 
and one skilled in the art would expect they both could be bound to the same metal 
particle or different metal particles. 

Applicants argue that Bradshaw fails to teach any multifunctional linking 
molecules. While this may be true, this is not why Bradshaw was used. 
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Conclusion 

Any inquiry concerning tliis communication or earlier communications from tine 
examiner sliould be directed to JAMES E. MCDONOUGH wliose teleplione number is 
(571)272-6398. The examiner can normally be reached on 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571)272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J .A. LORENGO/ 

Supervisory Patent Examiner, Art Unit 1793 
JEM 12/26/2008 



